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DETAILED ACTION 



1. Claims 1-14 are pending in Application No. 09/859,480, entitled "Document 
Negotiation", filed 5/18/2001, and claiming foreign priority to Japanese Patent 
Application No. 2000-371970, filed on December 6, 2000. Claims 1, 6, 10 and 14 are 
independent. 

2. The Office acknowledges the IDS filed on 5/18/2001 . 



Drawings 

3. The drawings are objected to because the "Destination Terminal" element of 
Fig. 1 is missing a reference numeral. 

4. A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Specification 

5. Paragraph 0005: This paragraph is awkward and may contain misspelled words 
(should "set" be "send"?). Please correct all spelling/grammar/etc. errors throughout the 
specification. 



Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1 - 14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claims contain subject matter which was 
not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding claims 1 and 14, there is a lack of enablement regarding "detecting 
a document unconformable with the document creation standard for the document 
destination". 

Claims 2-5 are rejected by virtue of their dependency upon claim 1 . 

Regarding claims 6 and 10, there is a lack of enablement regarding "judging 
whether or not the document is conformable with the document creation standard for 
the document destination". 

Claims 7-9 and 11-13 are rejected by virtue of their dependency upon claim 6 or 
claim 10, as appropriate. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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9. Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding independent claim 14, the scope is indeterminable. This claim is an 
apparatus claim (i.e., a storage medium) to a method comprised of system elements. 

Further regarding claim 14, there is a lack of antecedent basis for "the 
document" in lines 26 and 27 of page 20. There is a lack of antecedent basis because 
"a document" in line 18 represents a converted document, whereas "the document" in 
lines 26-27 refers to an original (or unconverted) document. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Shea (US Patent No. 6,189,045, filed Mar. 26, 1998, hereafter referred to as 
"O'Shea") in view of Ito (US Patent Application Publication No. 2002/0023114, filed May 
8, 1998, hereafter referred to as "Ito"). 
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Regarding independent system claim 1, O'Shea discloses: 

A document modifying system comprising: 

a recording unit recording a document creation standard 
corresponding to a destination of a document; (Fig. 3 #'s 22, 24, 26 and 
discussion at col. 5 lines 10-25 regarding creation standards [i.e., formats] 
corresponding to possible destination formats of a document) 



However, O'Shea does not explicitly disclose: 



a modifying unit detecting a document unconformable with the 
document creation standard for the document destination, and 

Ito, though, discloses: 

a modifying unit detecting a document unconformable with the 
document creation standard for the document destination, (Fig. 4 #P31 
"document structure analyzer section") and 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 



O'Shea, furthermore, does not explicitly disclose: 

modifying the document in conformity with the document creation 
standard. 



Ito, though, discloses: 

modifying the document in conformity with the document creation 
standard. (Fig. 4 #P32 "document conversion section") 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ito for the benefit O'Shea because these 
references were all applicable to the same field of endeavor, i.e., format conversion of 
electronic documents. 



Regarding claim 2, which is dependent upon claim 1, O'Shea discloses: 

wherein the document creation standard contains a standard for a 
document format or a standard for a syntax of the document (col. 5 lines 10-18 
and 34-36, especially the portions discussing document format conversions 
pertaining to languages) 



Regarding claim 3, which is dependent upon claim 1, O'Shea discloses: 

wherein the document is a text transmitted by an electronic mail system or 
a text posted to news information service that accumulated on a network, (col. 1 
lines 29-36 re: posting to "USENET" news groups is well known in the art) and 

the destination is an electronic mail address of a receiving terminal of the 
electronic mail system, a piece of identifying information of a group including a 
plurality of receiving terminals, or a piece of identifying information of news group 
of the information service (col. 1 lines 29-36 re: posting to "USENET" news 
groups is well known in the art). 
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Regarding claim 4, which is dependent upon claim 1, O'Shea discloses: 

wherein said document modifying system is connected to a document 
transmission system transmitting the document, ( see Abstract, which discusses 
republishing converted data "over the network", and col. 4 lines 42-46 discussing 
the providing of "data to the network communication system") and 

modifies the document in accordance with a command given from said 
document transmission system, (col. 5 line 65 continuing over to col 6 line 5, 
noting in particular that conversions can be performed in accordance with a 
profile stored by the network communication system) 



Regarding claim 5, which is dependent upon claim 1, O'Shea discloses: 

further comprising a communication unit transmitting the document to the 
destination, (col. 4 lines 52-54, discussing the sending of converted data via a 
network to a data consumer [i.e., a destination]) 



Regarding independent method claim 6, O'Shea discloses: 

A document modifying method comprising: 

identifying a destination of a document; (col. 5 line 65 carrying over 
to col. 6 line 5, in which the destination [format] is established by a data 
consumer and preferably maintained in a user profile) 

referring to a document creation standard corresponding to a 
destination of a document; (col. 6 lines 16-25, in which exemplary 
document creation standards are enumerated) 



However, O'Shea does not explicitly disclose: 



judging whether or not the document is conformable with the 
document creation standard for the document destination; and 



Ito, though, discloses: 

judging whether or not the document is conformable with the 
document creation standard for the document destination; (Fig. 4 #P31 
"document structure analyzer section") and 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

O'Shea, furthermore, does not explicitly disclose: 

modifying, if the document is unconformable with the document 
creation standard, the document in conformity with the document creation 
standard. 

Ito, though, discloses: 

modifying, if the document is unconformable with the document 
creation standard, the document in conformity with the document creation 
standard. (Fig. 4 #P32 "document conversion section") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ito for the benefit O'Shea because these 
references were all applicable to the same field of endeavor, i.e., format conversion of 
electronic documents. 
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Regarding claim 7, which is dependent upon claim 6: Claim 7 is substantially 
similar to claim 2, and therefore is likewise rejected. 



Regarding claim 8, which is dependent upon claim 6: Claim 8 is substantially 
similar to claim 3, and therefore is likewise rejected. 



Regarding claim 9, which is dependent upon claim 6: Claim 9 is substantially 
similar to claim 5, and therefore is likewise rejected. 



Regarding independent storage medium claim 10, O'Shea discloses: 

A storage medium readable by a machine, tangible embodying a program 
of instructions executable by the machine to perform method steps comprising: 

identifying a destination of a document; (col. 5 line 65 carrying over 
to col. 6 line 5, in which the destination [format] is established by a data 
consumer and preferably maintained in a user profile) 

referring to a document creation standard corresponding to a 
destination of a document; (col. 6 lines 16-25, in which exemplary 
document creation standards are enumerated) 



However, O'Shea does not explicitly disclose: 



judging whether or not the document is conformable with the 
document creation standard for the document destination; and 



Ito, though, discloses: 

judging whether or not the document is conformable with the 
document creation standard for the document destination; (Fig. 4 #P31 
"document structure analyzer section") and 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

O'Shea, furthermore, does not explicitly disclose: 

modifying, if the document is unconformable with the document 
creation standard, the document in conformity with the document creation 
standard. 

Ito, though, discloses: 

modifying, if the document is unconformable with the document 
creation standard, the document in conformity with the document creation 
standard. (Fig. 4 #P32 "document conversion section") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ito for the benefit O'Shea because these 
references were all applicable to the same field of endeavor, i.e., format conversion of 
electronic documents. 
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Regarding claim 11, which is dependent upon claim 10: Claim 11 is 
substantially similar to claim 2, and therefore is likewise rejected. 



Regarding claim 12, which is dependent upon claim 10: Claim 12 is 
substantially similar to claim 3, and therefore is likewise rejected. 



Regarding claim 13, which is dependent upon claim 10: Claim 9 is substantially 
similar to claim 5, and therefore is likewise rejected. 



Regarding independent storage medium claim 14, Ito discloses: 

A storage medium readable by a machine, tangible embodying a program 
of instructions executable by the machine to perform method steps comprising: 

a transmission device transmitting a document to a specified 
destination; (col. 6 lines 7-10, regarding the delivery of a converted 
document to a consumer via a network) and 

a document modifying system including a recording unit recording a 
document creation standard corresponding to the destination of the 
document (Fig. 3 #'s 22, 24, 26 and discussion at col. 5 lines 10-25 
regarding creation standards [i.e., formats] corresponding to possible 
destination formats of a document) 



However, O'Shea does not explicitly disclose: 



a modifying unit detecting a document unconformable with the 
document creation standard for the document destination, and 

Ito, though, discloses: 
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a modifying unit detecting a document unconformable with the 
document creation standard for the document destination, (Fig. 4 #P31 
"document structure analyzer section") and 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

O'Shea, furthermore, does not explicitly disclose: 

modifying the document in conformity with the document creation 
standard. 



Ito, though, discloses: 

modifying the document in conformity with the document creation 
standard. (Fig. 4 #P32 "document conversion section") 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

O'Shea, still furthermore, does not explicitly disclose: 

wherein said document modifying system receives the document 
transmitted by said transmission device and modifies the document 
unconformable with the document creation standard. 
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Ito, though, discloses: 

wherein said document modifying system receives the document 
transmitted by said transmission device (paragraph 0052 ["The server S 
retrieves ... document ... and transmits it to the proxy server P.. . through 
the network N."]), and modifies the document unconformable with the 
document creation standard (paragraph 0053, noting "P23 retrieves the 
document data F from the response [i.e., the network transmission] ... 
performs document conversion ... based on the document conversion 
processing request"). 



It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the teachings of Ito for the benefit of O'Shea because to do so would 
enable a document conversion function without requiring the modification of either client 
or server as taught by Ito in the first sentence of the Abstract. 

It also would have been obvious to one of ordinary skill in the art at the time of 
the invention to apply the teachings of Ito for the benefit O'Shea because these 
references were all applicable to the same field of endeavor, i.e., format conversion of 
electronic documents. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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